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Claim Rejections - 35 USC § 102 

1. The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 
that form the basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(b) the invention was patented or described in a printed publication in this or a foreign country or in 
public use or on sale in this country, more than one year prior to the date of application for patent in 
the United States. 

2. Claims 1, 5, 10, 11 and 15 are rejected under 35 U.S.C. 102(b) as being 
anticipated by Hiromitsu (JP 621223801). 

3. With respect to claim 1, figure 1 of Hiromitsu teaches a high frequency filter 
of coaxial construction, including at least one or more resonators, comprising: 

an electrically conductive internal conductor (conductor formed with 3-5) 
configured as an internal conductive tube; 

an electrically conductive external conductor (1); 

an electrically conductive base (bottom of 1) which electrically interconnects 
the internal conductor and the external conductor; 

a cover covering (top part of 1) at least the high frequency filter with respect 
to the base and having an inner side and outer side, the inner side pointing toward 
a free end of the internal conductive tube; 

a dielectric layer having a relative dielectric constant greater than 2 is 
arranged between the outer side of the cover and the free end of the internal 
conductive tube (see abstract); 
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the radial extent of the dielectric layer (11) substantially covering the cross 
section of the internal conductive tube at the free end thereof; 

wherein the dielectric layer is arranged on or fastened to the cover. 

4. With respect to claim 5, figure 1 of Hiromitsu the dielectric layer (11) is held 
on the inner side of the cover by an adhesion means, in particular adhesive. 

5. With respect to claim 10, Hiromitsu discloses the cross section of the internal 
conductive tube is substantially circular at the free end thereof. 

6. With respect to claim 11, Hiromitsu discloses the radial extent of the 
dielectric layer is substantially circular. 

7. With respect to claim 15, figure 1 of Hiromitsu the high frequency filter 
comprises a plurality of resonators (A, B), a single continuous, at least partially 
strip-like dielectric layer being provided for all of the resonators. 

Claim Rejections - 35 USC § 103 

7. The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as 
set forth in section 102 of this title, if the differences between the subject matter sought to be 
patented and the prior art are such that the subject matter as a whole would have been obvious at 
the time the invention was made to a person having ordinary skill in the art to which said subject 
matter pertains. Patentability shall not be negatived by the manner in which the invention was 
made. 

8. Claims 6-9, 12-14, 17-19 and 20 are rejected under 35 U.S.C. 103(a) as being 
unpatentable over Hiromitsu (JP 621223801). 
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9. With respect to claims 6, 7, 18 and 19, the prior art does not specify the 
parameters as claimed by applicant. However, it would have been obvious to one 
having ordinary skill in the art at the time the invention was made to designed the 
apparatus of Hiromitsu with specific dielectric constant as a matter of design to 
obtain desired performance, since it has been held that discovering an optimum 
value of a result effective variable involves only routine skill in the art. In re 
Boesch, 617 F.2d 272, 205 USPQ 215 (CCPA 1980). 

10. With respect to claim 8, it is notoriously well known in the art that dielectric 
layer can be designed with ceramic material as a matter of choice for performance 
or reliability. 

11. With respect to claims 9, 12-14, the prior art does not specifically the 
parameters as claimed by applicant. However, it would have been obvious to one 
having ordinary skill in the art at the time the invention was made to designed the 
apparatus of Hiromitsu with specific dimension of the components as a matter of 
design to obtain desired performance, since it has been held that discovering an 
optimum value of a result effective variable involves only routine skill in the art. In 
re Boesch, 617 F.2d 272, 205 USPQ 215 (CCPA 1980). 

12. With respect to claims 17 and 20, it is notoriously well known in the art that 
filters such as Hiromitsu can be configured as band pass filter (see UP Patent 
5,896,073, discloses resonators formed ban pass filter). 
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13. Claim 16 is rejected under 35 U.S.C. 103(a) as being unpatentable over 
Hiromitsu (JP 621223801) in view of Brown et al. (US 6,452,465). Hiromitsu does 
not teach duplex switch. Brown teaches a radiofrequency filter apparatus (duplex 
switch) having resonators for the purpose of filtering signal. It would have been 
obvious to one of ordinary skill of art at the time the invention was made to have 
used resonators of Hiromitsu as part of a duplex switch as taught by Brown for the 
purpose of filtering signal. 

Allowable Subject Matter 

14. Claims 2-4 are objected to as being dependent upon a rejected base claim, but 
would be allowable if rewritten in independent form including all of the limitations 
of the base claim and any intervening claims. 

15. The following is an examiner's statement of reasons for allowance: 
with respect to claim 2, the prior art does not teach the dielectric layer is 

inserted in a recess in the inner side of the cover... 

Any comments considered necessary by applicant must be submitted no later 
than the payment of the issue fee and, to avoid processing delays, should preferably 
accompany the issue fee. Such submissions should be clearly labeled "Comments on 
Statement of Reasons for Allowance." 

16. Any inquiry concerning this communication or earlier communications from 
the examiner should be directed to Don P. Le whose telephone number is 571-272- 
1806. The examiner can normally be reached on 7AM - 5PM. 
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If attempts to reach the examiner by telephone are unsuccessful, the 
examiner's supervisor, Barnie Rexford can be reached on 571-272-1812. The fax 
phone number for the organization where this application or proceeding is assigned 
is 571-273-8300. 

Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR 
only. For more information about the PAIR system, see http://pair-direct.uspto.gov. 
Should you have questions on access to the Private PAIR system, contact the 
Electronic Business Center (EBC) at 866-217-9197 (toll-free). If you would like 
assistance from a USPTO Customer Service Representative or access to the 
automated information system, call 800-786-9199 (IN USA OR CANADA) or 571- 
272-1000. 



/Don P Le/ 

Primary Examiner, Art Unit 2819 
5/23/2008 



